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DETAILED ACTION 
Claim Objections 

Claim 7 is objected to because of the following informalities: claim 7 contains a 
period in the middle of the claims on line 3 of the claim. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in oublic 
use^or on sale m this country, more than one year prior to the date of application for'patent Ke Un'iS 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by US Patent 
5,844.068 to Otera et al., (hereinafter "Otera"). 

Otera discloses a process for obtaining biodegradable compositions by 
subjecting the lactic acid to condensation to polymerization by dehydration under high 
temperature and reduced pressure in the presence of a metal catalyst. The reaction 
results in obtaining polylactic acid of molecular weight of 1 5,000 (a main component of 
the biodegradable plastic). See illustrative example 1. Therefore, the invention as 
claimed in claim 1 is fully anticipated by the disclosure of Otera. 

Claim 1. 3, 5 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Patent 5,444,008 to Ichikawa et al.. (hereinafter "Ichikawa"). 
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Ichikawa discloses a process for obtaining biodegradable compositions by 
subjecting the lactic acid to condensation to polymerization by dehydration under high 
temperature and reduced pressure in the presence of a metal catalyst. The reaction 
results in obtaining polylactic acid of molecular weight of 30.000 (a main component of 
the biodegradable plastic). See synthetic example 2. The reaction involves removing 
water produced in the reaction. The reference discloses that the reaction catalyst may 
be selected from various catalysts, expressly listing both stannous chloride and zinc 
chloride in column 4, lines 55-56, thus anticipating limitations of claim 3. Both the 
temperature of condensation reaction disclosed as 100-200 C (column 6, lines 19-20), 
and the pressure disclosed in examples overlap within the ranges claimed in claim 5 

Therefore, the invention as claimed in claims 1 . 3, and 5 is fully anticipated by the 
disclosure of Ichikawa. 

Ichikawa discloses several variations of an airtight apparatus comprising a 
container (3 or 6) for reaction mixtures, a heating device to heat the airtight container or 
jacket (4), and a mixing device to mix the reactants in the airtight container (1 ,2, 5 or 7). 
See figures 1-5. Although a pressure reducing unit to reduce the pressure of the 

inside of the airtight container is not shown on the figures, all of the illustrative 
examples expressly disclose that the reaction in the containers is conducted under the 
reduced pressure. Thus, the disclosed apparatuses inherently comprise a pressure 
reducing unit to reduce the pressure of the inside of the airtight container. 

Applicants should note that claim 6 is directed to a apparatus and further 
contains a preamble limitation of intended use of the apparatus for production of a 
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biodegradable plastic. Further, the first element, i.e.. an airtight container, also 
contains an intended use limitation, i.e.. "to put is a lactic acid". These limitations are 
given weight only to the extent that the apparatus and the container disclosed in the 
reference are capable of being used for the recited use. The disclosed apparatus is 
inherently capable for the claimed use because it is a heated reaction container that is 
suitable for polymeric synthesis under reduced pressure. Therefore, the preamble 
limitation is anticipated by the reference. The burden is shifted to the applicant to 
provide convincing factual evidence to the contrary. 

Applicants should also note, that the claimed apparatus reads on a very well 
known bench laboratory equipment such as a round bottom flask that is heated with any 
heating devise (boiling plate or heating jacket), with a magnetic (or ant other) stirrer and 
which is attached to a vacuum pump. 

Claims 6 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent 5,108,711 to Chszaniecki (hereinafter "to Chszaniecki"). 

As discussed above, the intended use limitations are only given weight to the 
extent that the disclosed apparatus is capable of being used for the claimed production 
of a biodegradable plastic (irregardless of whether in may be mot the best or most 
convenient apparatus). 

Chszaniecki discloses an airtight container (5) for input of material, a pressure 
reducing unit (18) to reduce the pressure of the inside of the airtight container; a heating 
device (6) to heat the airtight container; and a mixing devises(4). The container further 
comprises a discharge cylinder having an outlet (11) with a screw shaft (7) coaxial with 
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the discharge cylinder. The invention as claimed, therefore, is fully anticipated by the 
reference. 

C/a/m Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth m section 102 of this title, if the differences between the subject matter sought t?be palenii Ind 
the pnor art are such that the subject matter as a whole would have been obvious at the time thf 

ST„!»Kirt^!. P®"^? to which said subject matter pertains 

Patentability shall not be negatived by the manner in which the invention was made. ^^'*^''=""s• 

Claims 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ichikawa 

in combination with US Patent 4,482.701 to Yamamori et al.. (hereinafter "Yamamori). 

The disclosure of the Ichikawa is discussed above. Ichikawa does not teach 

determining the end point of reaction by measuring the released amount of the water. 

However, monitoring the reaction progress and determining the end point of a 

polycondensation reaction that produces water or other low molecular weight 

compounds by measuring the amount of produced low molecular weight compound is 

well known in the art as one of the methods of monitoring the reaction progress, as 

disclosed, for example, in Yamamori (column 5, lines 19-40.) Therefore, determining 

the end point of the reaction by measuring the released amount of the water vapor 

concurrently with the release thereof as claimed in claim 2 of the instant application 

would have been obvious for an ordinary artisan at the time of the invention with 

reasonable expectation of adequiate results because the claimed method of end point 
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determination is a well known method and is routinely used in polycondensation 
reactions. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ichikawa. 
As discussed above, the reference discloses that the reaction catalyst may be 
selected from various catalysts, expressly listing both stannous chloride and zinc 
chloride in column 4, lines 55-56. The amounts of catalysts disclosed in the reference is 
from 0.0001 to 10 % by weight of the reactants (lactic acid), and those amounts more 
specifically exemplified in synthetic example 2 as about 0.3%. While the reference does 
not explicitly discloses combination of both zing chloride and stannous chloride in the 
claimed amounts as the reaction catalyst, use of a mixture of two catalysts when each 
one is explicitly listed as suitable catalyst for the same reactions would have been 
obvious as functional equivalent of each catalyst with reasonable expectation of 
adequate results absent showing of unexpected results that can be clearly attributed to 
use of mixed catalyst. As for the amounts of catalyst, any amount that is within the 
broadly disclosed amounts or amounts specifically exemplified in examples (which are 
within the claimed range) would have been obvious with reasonable expectation of 
adequate results. Therefore, the invention as claimed in claim 4 would have been 
obvious for an ordinary artisan absent showing of unexpected results. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571 )272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Infomriatlon regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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